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DETAILED ACTION 

1. Claims 1-4, 16 and 17 are pending in the Application. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

3. Claim1-4, 16, 17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claim is indefinite if undue experimentation is involved to determine boundaries of 
protection. This rationale is applicable to polymer "obtainable" by a stated process 
because any variation in any parameter within the scope of the claimed process would 
change the polymer produced. One who made or used a polymer made by a process 
other than the process cited in the claim would have to produce a polymer using all 
possible parameters within the scope of the claim, and then extensively analyze each 
product to determine if this polymer was obtainable by a process within the scope of the 
claimed process. Consult Ex parte Tankslev , 26 USPQ 2d 1389. 

4. Claims 4 and 17 are additionally rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. The recited relative amounts of 
components (a1 ) and (a2) are absolutely indefinite, because component (a2) is twice 
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recited as having different ranges of concentration. Therefore, the search for the ranges 
was made only to the extent provided by the instant claims. 

Claim Rejections - 35 USC § 102 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 



(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 1-4, 16 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Cohen et al (U.S. 4,414,278). 

Cohen discloses crosslinked polymeric particles having average diameter of (o.7- 
20micrometers) (700-20,000 nm), wherein 90% of particles are way below 
20micrometers (abstract). The particles are obtained by copolymerization of 
trimethylolpropane triacrylate (compound a2 of the instant claim 1 and the only 
compound exemplified in the instant specification) and other copolymerizable monomer, 
such as, for example, methyl methacrylate (this is instantly claimed compound a1 ), as 
seen from Table Example 3 in col.7, or copolymerization of trimethylolpropane 
triacrylate with triethylene glycol diacrylate (also reads on compound a1 ), as seen in 
Table, Example 4 in col.9. Examples of particle sizes are specific data points within the 
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claimed range. Therefore, all the components, their ranges and particle sizes are clearly 
anticipated by Cohen. 

The limitations of the instant claims, such as "Tg of 100C or higher " and "amount of 
remaining double bonds of 0.01 mmol/g or more " (emphasis added-T.Z) do not set forth 
any upper limit for these values, and since the particles are the same as claimed and 
are made by the same process as claimed these properties are inherent for the particles 
of Cohen. The same rationale applied to the property of "cubical expansion... of 300% 
or less". 

The above rejections were made in the sense of In re Fitzgerald (205 USPQ 594). 
(CAFC) or In re Soada , 911 F 2d 705, 709 15 USPQ 1655, 1658 (Fed. Cir. 1990), 
which settles that when the claimed compositions are not novel they are not rendered 
patentable by recitation of properties, whether or not these properties are shown or 
suggested in prior art. 

10. Claims 1-4, 16, 17 are rejected under 35 U.S.C. 102(a)/102(e)/103 (a) as being 
anticipated by or in the alternative as obvious over Miyamoto et al (U.S. 6,146,749). 
Miyamoto discloses crosslinked resin particles having an average particle diameter in 
the range from 0.03 to 10 micrometers (30-10,000 nm), the crosslinked resin particles 
being prepared by the polymerization of 1-100 wt % of cross-linking monomers and 0- 
99 wt % of non-cross-linking monomers, (abstract) The glass transition temperature is 
50C or higher (col.3, lines 45-47) , the relative proportions are presented in col. 3, lines 
50-56). The crosslinking and non-crosslinking monomers are exemplified in col.6, lines 
7-37 and are within the scope of the instantly very broadly claimed compounds. 
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Therefore, a person skilled in the art would have clearly envisaged the instantly claimed 
components copolymerizable to obtain crosslinked particles. In the event that one of the 
ordinary skill in the art would not immediately envisage Applicants' instantly claimed 
composition, then the composition is rendered obvious from the disclosure found in the 
prior art. The prior art contains each of Applicants' instantly claimed ingredients and 
clearly suggests to one of ordinary skill in the art that they be used in combination as 
claimed. Such a suggestion renders obvious applicants' instantly claimed composition, 
and as such, the claims are not patentable. 

11. Claims 1-4, 16, 17 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over JP 06316685. 
Disclosed is a resin composition having excellent lubricity, formability, rustproofing 
property, electrical insulation, solvent resistance, etc., and composed of specific 
polymer fine particles having a crosslinked structure and specific particle diameter. The 
resin composition is compose of fine polymer particles having a crosslinked structure 
and particle diameter of 0.2-2/ym and produced by polymerizing (A) a vinyl monomer 
composed mainly of styrene and methyl methacrylate and (B) a crosslinking monomer 
copolymerizable with the component A, e.g. divinylbenzene, ethylene glycol 
di(meth)acrylate and trimethylolpropane trimethacrylate. The amount of the component 
B is preferably 0.4-8mol% based on 100mol% of A+B. Therefore, a person skilled in the 
art would have clearly envisage the instantly claimed components copolymerizable to 
obtain crosslinked particles. In the event that one of the ordinary skill in the art would 
not immediately envisage Applicants' instantly claimed composition, then the 
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composition is rendered obvious from the disclosure found in the prior art. The prior art 
contains each of Applicants' instantly claimed ingredients and clearly suggests to 
one of ordinary skill in the art that they be used in combination as claimed. Such a 
suggestion renders obvious applicants' instantly claimed composition, and as such, the 
claims are not patentable. 

12. Other prior art references made of record disclose crosslinked particles made of 
comonomers generically recited in the instant claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tatyana Zalukaeva whose telephone number is (571 ) 
272-1 115. The examiner can normally be reached on 9:00 - 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571 ) 272-1 1 14. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-9197 (toll-free). 



Tatyana Zalukaeva 
Primary Examiner 
Art Unit 1713 




